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U & L 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



In re Application of: 



FAX RECEIVED 

JUL 0 3 2003 

TC 1700 



Peter A. Quigley et al. 



Art Unit: 



1771 



Serial No.: 10/051,624 



Examiner: E. Cole 



Filed: 



January 18, 2002 



Atty. Docket: FPY-048.03 (22823-4803) 



For: 



Composite Spoolable Tube with 
Sensor 



CERTIFICATE OF FACSIMILE TRANSMISSION 



I hereby certify that this correspondence is being transmitted via facsimile (703) 872-9310, Attn: Examiner Elizabeth 
M. Cole, U.S. Patent and Trademark Office, P.O. Box 1450, Alexandria, VA 223 13-1450 on this date: July 2. 2003 . 



In response to the Office Action dated April 4, 2003, Applicant submits the following 
remarks. Claims 47-97 are pending in the application. 

Double Patenting Rejection of Claims 47-97 

The Office Action rejected claims 47-97 under judicially created doctrine of obviousness- 
type double patenting as being unpatentable over at least claim 1 of U.S. Patent No. 6,016,845. 

Applicant submits a terminal disclaimer in compliance with 37 C.F.R. § 1.321(c) to 
obviate this rejection. 

The Office Action rejected claims 47-97 under judicially created doctrine of obviousness- 
type double patenting as being unpatentable overclaim 1 of U.S. Patent No. 6,148,866. 

Applicant submits a terminal disclaimer in compliance with 37 C.F.R. § 1.321 (c) to 
obviate this rejection. 




Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 



RESPONSE 



Sir: 
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FPY-048.03 
Art Unit 1771 

The Office Action rejected claims 47-97 under judicially created doctrine of obviousness- 
type double patenting as being unpatentable over claims 1-38 of U.S. Patent No. 6,286,558. 

Applicant submits a terminal disclaimer in compliance with 37 C.F.R. § 1.321(c) to 
obviate this rejection. 



In view of the arguments set forth above, it is respectfully submitted that this application 
is in condition for allowance. Accordingly, allowance is requested. If there are any remaining 
issues or the Examiner believes that a telephone conversation with the Applicant's attorney 
would be helpful in expediting the prosecution of this application, the Examiner is invited to call 
the undersigned at (617) 832-1197. 



Conclusion 



Respectfully submitted, 



FOLEY HOAG, LLP 



Date: July 2. 2003 




David A. Lane, Jr., 
Registration No. 39,261 
Attorney for Applicants 



Customer Number 25181 

Patent Group 

Foley Hoag 

155 Seaport Boulevard 

Boston, MA 02210 

Tel.: (617)832-1000 

Fax: (617) 832-7000 
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FAX RECEIVED 

JUL 0 3 2003 

TC 1700 



Fax 



Date: July 2. 2003 



To: Examiner Elizabeth Cole 


Fax#: (703)872-9310 


Confirm*: (703) 308-2414 


Client Matter*: 22823-4803 






Front: David A. Lane, Jr. 


Sender's Number: 1197 


User #: 


Total Pages Sent (Including Cover Sheet): 8 


Office: Boston 



Message 

Transmitted herewith in connection with U.S.S.N. 10/051,624 are the following 
documents: 

Transmittal Form (1 pg); 
Fee Transmittal Form (1 pg); 
Response (2 pgs); 

Terminal Disclaimer re: Pat. No. 6,016,845 (1 pg); 
Terminal Disclaimer re: Pat. No. 6,148,866 (1 pg); 
Terminal Disclaimer re: Pat. No. 6,286,558 (1 pg); and 
this cover sheet. 



IMPORTANT - PLEASE READ 

THE INFORMATION CONTAINED IN THIS FACSIMILE MESSAGE IS INTENDED ONLY FOR THE PERSONAL AND CONFIDENTIAL USE OF THE DESIGNATED 
RECIPIENTS NAMED A GOVE. THIS MESSAGE MAY BE AN ATTORNEY-CLIENT COMMUNICATION AND AS SUCH IS PRIVILEGED AND CONFIDENTIAL. IF 
THE READER OF THIS MESSAGE IS NOT THE INTENDED RECIPIENT OR AN AGENT RESPONSIBLE FOR DELIVERING IT TO THE INTENDED RECIPIENT. 
YOU ARE HEREBY NOTIFIED THAT YOU HAVE RECEIVED THIS DOCUMENT IN ERROR. AND THAT ANY REVIEW, DISSEMINATION, DISTRIBUTION Oft 
COPYING OF THIS MESSAGE IS STRICTLY PROHIBITED. IF YOU HAVE RECEIVED THIS COMMUNICATION IN ERROR, PLEASE NOTIFY US IMMEDIATELY 
BY TELEPHONE AND RETURN THE ORIGINAL MESSASE TO US BY MAIL. THANK YOU. 



IF THERE ARE ANY PROBLEMS WITH THIS TRANSMISSION PLEASE TELEPHONE THE SENDER- 



BOSTON I 15S Seaport Boulevard / Boston, MsssBehusBtts 02210-2EQD I TEL 617.832.1000 I FAX: Bt7.6S2.7000 
WASHINGTON. DC / 1747 Pwnsylvania Ave, WW I Suite 1200 I Washington, DC 2O00B4604 / TEL: 202.223.1200 I FAX: 202.785.HBB7 
Fntev Hoao up vuwm.folffYhoaa.cDm 
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l Tj PTO/SB/21 (08-00) 



„ m Aomoved for use through 10/31/2002. OMB 0651-0031 

Please type a plus agn (♦) ms.de th,S box — > [±J ^ g ^ oilfc*: U.S. DEPARTMENT OF COMMERCE 

Undarlfte Pepe^ort. Reduction Act of 193S, no persons are ^redto repent acp^onof Monrnrtcr, untess IW y^ OMB oonTd number. 

-— . — 10/051,624 



TRANSMITTAL 
FORM 

(to OS used for ell correspondence after initial Sting) 



^fotal Number of Pages in This Submission j 



Application Number 



Filing Date 



First Named inventor 



Group Art Unit 



Examiner Name 



Attorney Docket Number 



Ja nuary 18,2002 
PeterA Quigley f"AX REf rEIVED 



1771 



E. Cole 



FPY-048 .03 (22823-4803) 



I3 Fee Transmittal Form 

□ Fee Attached 
Amendment / Response 
["1 After Final 

□ Affidavits/deciaration(s) 
□ Extension of Time Request 

O Express Abandonment Request 
|~1 Information Disclosure Statement 



□ Certified Copy of Priority 
Oocument(s) 

l~l Response to Missing Parts/ 
Incomplete Application. 

I I Response to Missing 
Parts under 37 CFR 
1,52 or 1.53 



ENCLOSURES (check all thet apply) 



MT] 2003 



□ Assignment Papers 
(for an Application) 

L~l Drawingfs) 

□ Lleansing-reUrted Papers 

d Petition Routing Slip (PTG/SB/69) 
and Accompanying Petition 

[J Petition to Convert to a 
Provisional Application 

[~1 Power of Attorney, Change of 
Correspondence Address 

□ Terminal Disclaimer 

□ Request for Refund 

□ CD, Number of CD(s) 



□ After Allowance Communication to 
Group 

|~1 Appeal Communication to Board of 
Appeals and Interferences 

|~| Appeal Communication to Group 
(Appeal Notice. Brief, Reply Brief) 

□ Proprietary Information 

□ Status Letter 

E<] Other Enctasure(s) 
(please identify below): 

- Terminal Disclaimer r«: Pat No. 
6,016,845 

- Terminal Disclaimer ro: Pat No. 
6,148,666 

- Terminal Disclaimer re: Pat. No. 
6.286,568 

- Fax Cover Sheet 



Remarks 



Customer No 25181 



SIGNATURE OF APPLICANT, ATTORNEY, OR AGENT 



Finn 
or 

Individual name 



David A. Lane, Jr., Reg. No. 39,261 



Signature 



Date 




July 2, 2003 



f CERTIFICATE OF FACSIMILE TRANSMISSION N 

I hereby certify that this correspondence is being facsimile transmitted to: Examiner Elizabeth Cola, U.S. Patent and Trademark 
Office at f703) 872-9310. 


Typed or printed name 


Lea M. McDonald _ 


^ Signature 


l^^^^OX 


JuJy2.2003 _J 



%^^7TZ™ B &^a£ ^^^^^^^TOym^O^rS^O TO! Commoner *, Patent,. 
Washington, DC 20231 . 
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PTOrSB/17 (10-01) 

l- ~ Approved tor use through 10/31/2002. qmb 0631-0032 

U.S. Patent and Trademartc Offloa: U.3. DEPARTMENT OF COMMERCE 
Undar the Paperwork Reduction Ad or 1 895. no persons arc required to respond to a collection of Information unless It displays a valid OMB control number. 



FEE TRANSMITTAL 
for FY 2002 

Patent lets in subject to annua) nvismn. 



TOTAL AMOUNT OF PAYMENT 



($) $330.00 



Complete if Known 



AppBcalion NumBcT 



Filing Date 



First Named Inventor 



Examiner Name 



Group /Art Unit 



Attorney Docket No. 



10/051.624 



January 1 a, 2002 



Pater A. Quigley 



E. Cola 



1771 



FPY-P43,q3 (25623-4803) 



El 



Deposit 

Account 
Number 

Deposit 
Account 
Name 



METHOD OF PAYMENT (chocK one) 
The Commissioner la hereby authorized to charge 
indicated fees and credit any over payment* to: 



06-1448, Rcf. FPY-O4S.03 



Foley Ho«9 



IS Charge Any Additional Fee Required 
Under 37 CFR 1 . 1 6 and 1 .1 7 

□ Applicant claims small entity status. 
Sea 37 CFR 1.27 



2. □ Payment Enclosed: 

□ Check □ Credit «fd □ Money □ Other 
Order 



FEE CALCULATION 


1. 


BASIC FILING FEE 






Large 


Entity 


Small 


Entity 






Fas 
Coda 


Fes 

(S) 


Foo 
Code 


Foe 

(*) 


Pea Description 


Fas Paid 


101 


740 


201 


370 


Utility fling fee 






100 


330 


206 


166 


Design filing lee 






107 


510 


207 


255 


Plant filing lea 






109 


740 


208 


370 


Reissue filing fee 






114 


160 


214 


8D 


Provisional fating fee 







SUBTOTAL [1) 



1. EXTRA CLAIM FEES 



Total Claims 



Independent 
Claims 



MwKpla 

Dependent 



Extra 
Claims 

n> — 



Fee from 
below 



Fee 

Paid 



] X| 



Large 


Entity 


Small 


Entity 


Fee 


FM 


Fee 


Foo 


Codo 


IS) 


Coda 


(S) 


103 


1B 


203 


9 


102 


04 


202 


42 


104 


28D 


204 


140 


109 


84 


209 


42 


110 


18 


210 


9 



Foe Description 

Claims In excess of 20 
Independent daima in excess of 3 
Multiple dependent claim, if not paid 
" Reissue Independent claims over 
original patent 

" Reissue claims in excess of 20 and 
over original patent 



SUBTOTAL (2) (J) O 



"or number previously paid, if greater; For Reissues, mo above 



3. ADDITIONAL FEES 






Largo 




Small 




Entity 




Entity 


Foo 


Fee 


Fee 


Foo 


Codo 


<*) 


Cod* 


w 


IBS 


130 


205 


65 


127 


SO 


227 


25 


139 


130 


149 


130 


147 


2,620 


147 


2.520 


112 


92S- 


112 


820" 


113 


1.840' 


113 


1.840* 


115 


110 


215 


55 


115 


400 


218 


200 


117 


920 


217 


400 


118 


1,440 


218 


720 


128 


1,960 


220 


8S0 


119 


320 


21S 


100 


120 


320 


220 


180 


121 


280 


221 


140 


«8 


1,510 


138 


1.410 


140 


110 


240 


55 


141 


1.230 


211 


640 


142 


1,280 


242 


840 


143 


460 


243 


230 


144 


820 


244 


310 


122 


ISO 


122 


130 


123 


SO 


123 


50 


128 


180 


126 


iao 


581 


40 


681 


40 


146 


740 


246 


370 


n» 


740 


249 


370 


179 


7fl0 


27B 


370 



FEE CALCULATION (continued) 




roo 



Foo Description 

Surcharge - lata fIDng fee or oath 
Surcharge - late provisional filing fee 
or cover sheet. 
Non-English specification 
For filing a request for reexamination 

Requesting publication of SIR prior to 
Examiner action 

Requesting publication of SIR after 
Examiner action 

Extension for reply within lira month 
Extension for reply within second 
month 

Extension for reply within third month 
Extension for reply witrun tourtn 
month 

Extension for reply within' fifth month 
Noo'cc of Appeal 

Filing a brief In support Of an appeal 
Request for Oral hearing 
Petition to Institute a public use 
proceeding 

Petition to revive - unavoidable 
Petition lo revive — unintentional 
Utility issue tee (or reissue) 
Design Issue fee 
Plant issue fee 

Petitions to the Commissioner 
Processing fee undarST CFR 1.17 (q) 
Submission of Information Disclosure 
Stmt 

Recording each patent assignment 
per property (times number of 
properties) 

Filing a submission after final rejection 
(37 CFR § 1.129(a)) 
For each additional invention to be 
examined (37 CFR $ 1.129(b)) 

370 Request far Continued Examination (RCE) 

see Request for expedited examination 
of a design application 



Other fee (specify) Three Terminal Disclaimers 



Fee 

Paifl 



•Reduced by Basic Filing Fee Paid 



SUBTOTAL (3) 



C$)330 



r SUBMITTED BY 



Name (PrinVType) 




flesrafrafnjn Wo. Attorney/A gsnt} 



39.261 



Complete (if applicable! 



7c*pWoe 



817-832-1197 



Signature 



Dale 



July 2. 2003 



WARNING: Information on this form may become public, Cradit card information should not be 

Indudsd on this form. Prwtds credit card Information and authorization on PTO-2D38. 
Burden Hour Statement: TKs form is estimated to take 0 2 hours to complete. Time will vary depending upon the needs of the individual ease. Any comments en the 
amount of time you are required to compteta this form should be sent to the Chief Information Officer, U.S. Patent and Trademark Office. Washington, DC 20231. 
DO NOT SEND FEES OR COMPLETED PORM8 TO THIS ADDRESS. SEND TO: Commissioner for Patents, Washington, DC 20231 . 
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